
United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United Stuttsa f**»t*;nt und Trademark 0(Tiu« 

Address COMMISSIONER OF PATENTS AND TRADEMARKS 

Wa«hineton, D.C. Wttl 

www. i wpt/i, gov 



. APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCICET NO. 


CONFIRMATION NO. 


09/506,941 




02/18/2000 


Masahiro Odaira 


35.C 14264 


9142 


5514 7590 


04/25/2003 









FITZPATR1CK CELLA HARPER & SCINTO 
30 ROCKEFELLER PLAZA 
NEW YORK, NY 10112 



EXAMINER 



HA, YVONNE QUY M 



ART UNIT 



PAPER NUMBER 



2697 

DATE MAILED: 04/25/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/506,941 



Examiner 

Yvonne Q. Ha 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timelv filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213 
Disposition of Claims 

4) IS Ciaim(s) U12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) 13 Claim(s) UI2 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on . is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)3AII b)D Some*c)D None of: 

1 .£3 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 

1) p Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1, 3, 5, 7, 9, and 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Azami (US Patent 5,889,842). 

Referring to claims 1,5, and 9, Azami discloses a communication apparatus connected to 
an ISDN which comprises (abstract): decision means for, when call connection fails, deciding a 
reason for the failure in connection (col. 5, lines 5-18); setting means for setting a timer value 
used to wait for a predetermined time (col. 10, lines 45-49) when the decision means (col. 15, 
lines 1 1-14, i.e. detecting) decides a mismatch in communication mode (col. 5, lines 5-10, 
mismatch, see figure 4); and control means adapted for waiting for the predetermined time in 
response to the decision of a mismatch in communication mode made by the decision means 
(col. 15, lines 11-14, i.e. detecting), and then switching the communication mode to another 
communication mode to try the call connection again (col. 5, lines 19-32). 

Referring to claims 3, 7, and 1 1, Azami discloses a communication apparatus connected 
to an ISDN (col. 1, lines 8-15), having a plurality of communication protocols in a B channel 
(col. 1, lines 13-15, different modes implies different rates where ch. B is transparent mode- 
TBCS at 64kb/s using G4 stack protocol, and ch.D is non-transparent mode-NTBCS at 16kb/sec 
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for call control), said apparatus including D-channel control means for controlling a call in a D 
channel (col. 4, lines 18-30, ch.D is non-transparent mode-NTBCS at 16kb/sec for call control), 
and a plurality of B-channel control means for conducting protective controls corresponding to a 
plurality of communication modes in the B channel (col. 6, lines 55-58, two B channels), said 
apparatus comprising: decision means for, when call connection by the D-channel control means 
fails, deciding whether or not call connection should be tried by the D-channel control means 
again after switching a communication mode in the B channel to another communication mode 
(col. 6, lines 55-62, two B channels can be simultaneously connected in either mode 1 or 2); 
timer control means for waiting for a is predetermined time when the decision means decides 
that the call connection should be tried by the D-channel control means again after the switching 
to such another communication mode in the B channel (col. 10, lines 33-44, retries a call for a 
different mode in ch.B); and control means adapted for switching to said another communication 
mode in the B channel after waiting for a predetermined time by the timer control means to try 
the call connection again by the D-channel control means (col. 10, lines 44-49, communication 
mode is changed for a short time). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2, 4, 6, 8, 10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Azami (US Patent 5,889,842) in view of Otani (US Patent 5,367,522). 
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Referring to claims 2, 4, 6, 8, 10, and 12, Azami discloses all aspects of the claimed 
invention but failed to teach the decision of call retry without switching the communication 
mode. However, Otani discloses when the first setting of an additional connection has failed, 
call retry of the setting can be automatically initiated after a predetermined period of time (col. 
21, lines 26-33, figure 16). At the time of the invention, it would have been obvious to a person 
of ordinary skill in the art to initiate a call retry without switching the communication mode. 
One of ordinary skill in the art would have been motivated to apply a call retry since it is not 
necessary to perform a mode change when the destination end is busy. During the call busy state 
one does not know whether it is in the right mode or not until communication between the two 
end points begin. Therefore, it would waste of processing if applying mode change. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Charbonnier (US Patent 5,47 1 ,3 1 7) discloses videotext facsimile machine 

• Bentley et al. (US Patent 5,537,404) discloses switched circuit connection 
management over public data networks for wide area networks 

• Hughes-Hartogs (US Patent 5,854,829) discloses ISDN fax routing 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yvonne Q. Ha whose telephone number is 703-305-8392. The 
examiner can normally be reached on Monday-Friday 7a.m.-4p.m. Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on 703-305-4798. The fax phone numbers for the 
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organization where this application or proceeding is assigned are 703-305-3988 for regular 
communications and 703-305-905 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 

YQH 

April 15, 2003 ~ <=\ ,s 



RICKY NGO V 
PRIMARY EXAMINER 




